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STATUS OF THE CLAIMS 

Claims 1-19 were originally pending in this application. Claims 1 and 10-17 have 
been finally rejected. Claims 2-9 have been objected to as being dependent upon a rejected 
base claim. Claims 18-19 have been cancelled. 

The rejection of claims 1 and 10 -17 is being appealed. A clean copy of claims 1 - 17 is 
attached hereto at Appendix A. 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

In the final rejection dated March 29, 2005, the Examination stated: 

Claims 1, 10, 12 - 14, 16 and 17 are rejected under 35 U.S.C. § 
102(b) as being anticipated by Schenkel (4,987,865). 

Schenkel discloses a piston (10) adapted for reciprocal movement 
within a cylinder of an internal combustion engine, said piston 
comprising: a body having a crown (12) formed at the upper most 
margins of said body and a skirt (14) depending from said crown 
and adapted for relative sliding motion with respect to the cylinder, 
said skirt including an outer circumference having a major thrust 
side and a minor thrust side formed substantially opposite each 
other on said outer circumference of said skirt (14); a coating (28) 
bonded to said skirt so as to be juxtaposed between said skirt (14) 
and the cylinder, said coating (28) having a plurality of recesses 
(26) formed thereon so as to define a predetermined pattem of 
recesses (saw tooth pattem, col. 2 and 11. 43) on the surface of said 
skirt, said plurahty of recesses (26) including a series of lubrication 
grooves extending across said outer circumference of said piston 
skirt at a predetermined angle in a chevron formation (V 
formation), operatively engaging lubricant between said skirt and 
the cylinder wall. 

With regard to claim 12, the coating is a polymer coating, col. 3 
and 11. 7 

With regard to claims 12 and 13, the ridges and valleys are 
substantially hatched-like and the major and minor thrust sides are 
inherently and necessarily present in the invention. 

With regard to claim 14, see above. 

With regard to claim 16 and 17, for the property of lubrication 
retention, see col. 3 and 11. 26 - 43, while the thrust sides are 
inherently and necessarily present in the invention. 

In the "Response to Argument" made by the Examiner to the applicants' Appeal Brief, 

the Examiner stated in part: 

In response to the first argument (a): Schenkel discloses coating 
(28) having a plurality of recesses (26) formed thereon so as to 
define a predetermined pattem of recesses (saw tooth pattem, 
column 2 and 11. 43) on the surface of the skirt (14). The recesses 
are formed on both the skirt and the coating because the coating 
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takes the shape of the recesses (ridges and valleys) as they are 
applied on the surface of the skirt, as shown in Figures 2 and 3. 

In response to the second argument (b): Schenkel discloses 
lubrication grooves (valleys, 26) extending across the outer 
circumference of the piston skirt at a predetermined angle (90**) 
relative to the longitudinal axis, see Figures 1-3. With regard to 
the broad limitation of "a skirt having substantially smooth outer 
circumference", the outer circumference of the skirt appears to be 
substantially smooth in the relative terms given the depth of the 
ridges that range from 100 to 180 micro-inches (0.0001 to 0.00018 
inches) and spacing of 0.010 to 0.014 inches (col. 1 and 11. 45 - 55). 

In response to the third group of arguments (c): Schenkel shows a 
chevron formation, because the definition of a "chevron pattern" is 
a "V-shaped pattern", see http://dictionarv.reference.com/search 
?q=chevron ; and that of "substantially hatch-like pattern" is a 
pattern made of "fine parallel or crossed lines", 
http://dictionarY.reference.com/search?q=hatch . see hatch . 
Further the reference teaches equal spacing of 0.010 to 0.014 
inches, col. 1 and 11. 48 - 50. (Emphasis in original). 
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ARGUMENT 

Applicants respectfully submit that the Examiner's interpretation of the claims in support 
of the rejection of claims 1,12, and 16 has been made in a vacuum and without proper reference 
to the written description as well as the drawings in this application. In doing so, the Examiner 
has taken the claim terms at issue out of context with respect to the rest of the specification. This 
is improper. 

The Patent and Trademark Office ("PTO") determines the scope of claims and patent 
applications not solely on the basis of claim language, but upon giving claims their broadest 
reasonable construction "in light of the specification as it would be interpreted by one of ordinary 
skill in the art." Indeed, the Rules of the PTO require that application claims must "conform to 
the invention as set forth in the remainder of the specification and the terms and phrases used in 
the claims must find clear support or antecedent basis in the description so that the meaning of 
the terms in the claims may be ascertainable by reference to the description." 37 C.F.R. § 
1.75(d)(1). Phillips v. AWH Corp., 415 F.3d 1303, 1316-17 (Fed. Cir. 2005) (citations omitted). 

Indeed, the close kinship between the written description and the claims is enforced by 
the statutory requirement that the specification describe the claimed invention in "fiiU, clear, 
concise and exact terms." 35 U.S.C. § 1 12, 1[ 1. See Networld, LLC v. Centraal Corp., 242 F.3d 
1347, 1352 (Fed. Cir. 2001) ("The claims are directed to the invention that is described in the 
specification; they do not have meaning removed from the context fi:om which they arose."); See 
also, e.g., Kinik Co. v. IntU Trade Common., 362 F.3d 1359, 1365 (Fed. Cir. 2004) ("The words 
of patent claims have the meaning and scope with which they are used in the specification and 
the prosecution history.") 
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In addition, the specification may reveal an intentional disclaimer, or disavowal of claim 
scope by the inventor. In these cases, the Federal Circuit instructs that the inventor has dictated 
the correct claim scope, and the inventor's invention, as expressed in the specification is 
regarded as dispositive. See SciMed Life Svs., Inc. v. Advanced Cardio Vascular Svs., Inc. , 242 
F.3d 1337, 1343-44 (Fed. Cir. 2001). 

Here, each of claims 1, 12, and 16 describe the piston skirt as having predetermined 
pattems of recesses in the form of grooves or retaining discs formed in the coating. The 
plurality of recesses include a series of lubricating grooves extending across the outer 
circumference of the piston skirt at a predetermined angle relative to the longitudinal axis. As 
described in independent claim 1 , the grooves collectively define a chevron formation that act to 
operatively engage the lubricant between the skirt and the cylinder wall. As described in claim 
12, the grooves define a substantially hatch-like pattern. In addition, and as described in claim 
16, the recesses define a series of lubrication retaining discs disposed in uniform spaced relation 
with respect to each other to provide lubrication retention along the outer circumference of the 
piston skirt. 

The language of each of these claims must be read with reference to the written 
description and drawings. When this is properly done, it is clear that the structure described in 
each of claims 1, 12, and 16 is not disclosed or suggested by the Schenkel '865 patent. Indeed, 
Schenkel merely teaches V-shaped annular grooves formed about the circumference of the 
piston skirt. The skirt is then coated with a polymer after the grooves are formed on the surface 
of the skirt. The grooves taught by Schenkel also do not extend at any predetermined angle 
relative to the longitudinal axis of the piston and do not form any specific pattem. 
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The Examiner's interpretations of the claims on appeal simply ignore the language of the 
claims with reference to the written description and drawings and thus takes them out of context. 
Moreoever, Schenkel is merely representative of the state of the art which was expressly 
distinguished in paragraphs [0006] - [0007] and [0013] of the description of the related art found 
in the specification of the present application. Thus, the applicants have disclaimed or 
disavowed the structure which is representatively disclosed in the Schenkel patent. It is 
improper, then, to interpret the claims on appeal to encompass this structure in view of this 
disclaimer. SciMed Life Svs., Inc., 242 F.3d at 1343-44. 

For these reasons as more fiilly explained in the applicants' Appeal Brief, it is 
respectfully submitted that the Schenkel '865 patent is not a proper anticipatory reference under 
§ 1 02 and does not bar the patentability of the claims presently pending in this appeal. For all 
the reasons set forth above, applicants respectfully request that the Examiner's rejection of the 
claims pending in this case be reversed. 
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CONCLUSION 

In conclusion, applicants respectfully submit that the claims presently pending in this 
appeal clearly distinguish over the prior art and are therefore allowable. Accordingly, applicants 
respectfully solicit the allowance of the claims pending in this case. 



Respect^^ submitted, 





Gerald^. McGlynn, III ^ 
Registration No. 33,737 
BLISS McGLYNN, P.C. 
2075 W. Big Beaver, Suite 600 
Troy, MI 48084 
Phone: (248) 649-6090 
Fax: (248) 649-6299 
Email: gemc glvnn(a).ipdirection. com 

Date: January 13, 2006 
Attorney Docket No.: 9101.00004 
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APPENDIX A 

1. A piston adapted for reciprocal movement within a cylinder of an internal 
combustion engine, said piston comprising: 

a body defining a longitudinal axis of said piston extending in the direction of reciprocal 
movement and having a crown formed at the uppermost margins of said body and a skirt 
depending fi-om said crown and adapted for relative sliding motion with respect to the cylinder, 
said skirt including an outer circumference having a major thrust side and a minor thrust side 
formed substantially opposite each other on said outer circumference of said skirt; 

a coating bonded to said skirt so as to be juxtaposed between said skirt and the cylinder, 
said coating having a plurality of recesses formed thereon so as to define a predetermined pattern 
of recesses on the surface of said skirt, said plurality of recesses including a series of lubrication 
grooves extending across said outer circumference of said piston skirt at a predetermined angle 
relative to said longitudinal axis such that said series of grooves collectively define a chevron 
formation that act to operatively engage lubricant between said skirt and the cylinder wall. 

2. A piston as set forth in claim 1, wherein said plurality of recesses include a series 
of lubrication flow directing grooves extending in a downwardly converging manner at a 
predetermined angle relative to said longitudinal axis and across said outer circumference of said 
piston skirt in a chevron formation. 

3. A piston as set forth in claim 2, wherein said plurality of recesses further include a 
reservoir channel located substantially at the center of said minor thrust side of said piston skirt 
and extending in a direction substantially parallel to the direction of reciprocal motion of said 
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piston within the cylinder, said chevron formation of grooves terminating at said reservoir 
channel. 

4. A piston as set forth in claim 1 , wherein said plurality of recesses include a series 
of flow directing lubrication grooves extending in a downwardly diverging manner at a 
predetermined angle relative to said longitudinal axis and across said outer circumference of said 
piston skirt in a chevron formation. 

5. A piston as set forth in claim 4, wherein said plurality of recesses further include a 
reservoir channel located substantially at the center of said major thrust side of said piston skirt 
and extending in a direction substantially parallel to the direction of reciprocal motion of said 
piston within the cylinder, said chevron formation of grooves terminating at said reservoir 
channel. 

6. A piston as set forth in claim 1 , wherein said plurality of recesses include a series 
of lubrication flow directing grooves extending in a downwardly converging manner at a 
predetermined angle relative to said longitudinal axis and across said minor thrust side in a 
chevron formation. 

7. A piston as set forth in claim 6, wherein said plurality of recesses further include a 
reservoir channel located substantially at the center of said minor thrust side and extending in a 
direction substantially parallel to the direction of reciprocal motion of said piston within the 
cylinder, said chevron formation of grooves terminating at said reservoir channel. 
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8. A piston as set forth in claim 1, wherein said plurality of recesses include a series 
of lubrication flow directing grooves extending in a downwardly diverging manner at a 
predetermined angle relative to said longitudinal axis and across said major thrust side in a 
chevron formation. 

9. A piston as set forth in claim 8, wherein said plurality of recesses further include a 
reservoir channel located substantially at the center of said major thrust side and extending in a 
direction substantially parallel to the direction of reciprocal motion of said piston within the 
cylinder, said chevron formation of grooves terminating at said reservoir channel. 

10. A piston as set forth in claim 1, wherein said coating is a polymer coating. 

11. A piston as set forth in claim 1 , wherein said coating is a metallic coating. 

12. A piston adapted for reciprocal movement within a cylinder of an internal 
combustion engine, said piston comprising: 

a body defining a longitudinal axis of said piston extending in the direction of reciprocal 
movement and having a crown formed at the uppermost margins of said body and a skirt 
depending fi-om said crown and adapted for relative sliding motion with respect to the cylinder, 
said skirt including an outer circumference having a major thrust side and a minor thrust side 
formed substantially opposite each other on said outer circumference of said skirt; 
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a coating bonded to said skirt so as to be juxtaposed between said skirt and the cylinder, 
said coating having a plurality of recesses formed thereon so as to define a predetermined pattern 
of recesses on the surface of said skirt, said plurality of recesses including a series of intersecting 
grooves extending across the outer circumference of said piston skirt at a predetermined angle 
relative to said longitudinal axis so as to define a substantially hatch-like pattern, operatively 
engaging lubricant between said skirt and the cylinder wall. 

13. A piston as set forth in claim 12, wherein said coating is bonded to said major 
thrust side and said minor thrust side of said piston skirt and adapted to operatively engage 
lubricant between said major thrust side and the cylinder wall and said minor thrust side and the 
cylinder wall. 

14. A piston as set forth in claim 12, wherein said coating is a polymer coating. 

15. A piston as set forth in claim 12, wherein said coating is a metallic coating. 

16. A piston adapted for reciprocal movement within a cylinder of an intemal 
combustion engine, said piston comprising: 

a body having a crown formed at the uppermost margins of said body and a skirt 
depending fi-om said crown and adapted for relative sliding motion with respect to the cylinder, 
said skirt including a substantially smooth outer circumference having a major thrust side and a 
minor thrust side formed substantially opposite each other on said outer circumference of said 
skirt; 



12 



> 

a coating bonded to said skirt so as to be juxtaposed between said skirt and the cylinder, 
said coating having a plurality of recesses formed thereon so as to define a predetermined pattern 
of recesses on the surface of said skirt, said plurality of recesses defining a series of lubrication 
retaining discs in uniform spaced relation with respect to each other to provide lubrication 
retention along said outer circumference of said piston skirt. 

17. A piston as set forth in claim 16, wherein said coating is bonded to said major 
thrust side and said minor thrust sides of said piston skirt relation and adapted to operatively 
engage lubricant between said major thrust side and the cylinder wall and said minor thrust side 
and the cylinder wall. 
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